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IL REMARKS 



Claims 1,7, 17, 22 and 85 to 99 were previously pending and under examination. 
Claims 100 and 101 have been added herein. Accordingly, after the amendments made 
herein are entered, claims 1, 7, 17, 22 and 85 to 101 will be pending and under 
examination. 

A. Regarding the amendments 

New claim 100 more clearly indicates that testing whether a candidate molecule 
functions as a hair growth inducer means testing whether it increases or accelerates hair 
growth. This clarification is made clear, for example, at page 15, lines 29-30 of the 
subject application. 

New claim 101 more clearly indicates that testing whether a candidate molecule 
functions as a hair growth inhibitor means testing whether it decreases or suppresses hair 
growth. This clarification is made clear, for example, at page 15, lines 27-28 of the 
subject application. 

Because these new claims are folly supported by the disclosure in the subject 
application, no issue of new matter arises. 

B. Regarding enablement 



Claims 1,7, 17, 22 and 85 to 99 continue to be rejected as allegedly not enabled 
by the specification. Applicants respectfully traverse the rejection. 
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The Action concedes that the skilled artisan would know how to make the 
claimed invention. The Action argues, however, that the artisan would not know how to 
use the claimed invention. The Action argues that, in order to know how to use the 
invention, a virtually absolute correlation between P-cadherin expression and alopecia 
is required. Applicant strongly disagrees with this last assertion. 

For one thing, if the level of correlation the Action requires is manifest, there 
would be no need for step two of claim 1 or claim 17. If a molecule were identified as a 
P-cadherin inducer or inhibitor and it was known that P-cadherin expression alone (both 
increased and decreased expression) had a 100% percent correlation with alopecia, there 
would be no need to test such a molecule to see if it increased or decreased hair growth. 
Such a test would, at best, be perfunctory and unnecessary. 

Rather, the application and data suggests some nexus (as the Action states on 
page 5 - "a potential relationship") between P-cadherin expression and hair growth. 
Given this nexus, the skilled artisan can use the claimed invention to possibly (but not 
necessarily) identify a molecule that increases (claim 1) or decreases (claim 17) hair 
growth. This is all the claims require and, therefore, the claimed invention is enabled. 
Indeed, this is what high through-put screening, for example, is all about. 

The Action argues on page 6 that "it is not clear that the claimed method would be 
functional" and that the skilled artisan would be forced to "guess and try [the] claimed 
method." This indeed is what the claimed invention is about! 



Accordingly, Applicants respectfully request that this rejection be withdrawn. 
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C. Regarding anticipation 

Claims 17, 22, 92, 94, 97 and 99 continue to be rejected as allegedly anticipated 
by Sprecher et al. (Nature Genetics, 29:134-136 (2001)). Applicants respectfully traverse 
the rejection. 

Page 9 of the Action alleges that "inhibition of P-cadherin expression by any test 
agent would imply that it would inhibit hair shaft growth." 

First of all, even if true, "implication" is not anticipation. This, even by the 
Action's own argument, the requirement of anticipation is not met. 

Secondly, the cited reference describes a biopsy sample; Such a sample has no 
chance of exhibiting hair growth and, thus, cannot exhibit a decrease in such growth. 
Therefore, applying an agent to such a sample does not meet the requirments of step two 
of claim 17. 

Thirdly, the Action's allegation completely contradicts its earlier argument 
regarding enablement - that an agent that inhibits P-cadherin expression provides no 
implication that such agent would inhibit hair growth. Simply put, the Action cannot 
have it both ways. 

Finally, Applicant notes new claim 101, which explicitly requires testing for an 
actual decrease in or suppression of hair growth. Since biopsy material is not capable of 
such decrease or suppression, since it was not growing hair before an agent was applied, 
it is not being "tested' within the meaning of the claim. 



For all these reasons, Applicant respectfully requests that this rejection be 
withdrawn. 
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III. CONCLUSION 

All of the issues raised in the Office Action have been addressed and are believed 
to have been overcome. Accordingly, it is respectfully submitted that all the claims under 
examination in the subject application are allowable. Therefore Applicants respectfully 
request a Notice of Allowance to this effect. 



Respectfully submitted, 




Martin D. Moynihan, 
Registration Number 40,338 



Date: August 17, 2009 



Enclosed: 



• Petition for Extension (2 Months) 

• Request for Continued Examination (RCE) 



